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Opi nion by Drost, Administrative Trademark Judge:

On May 18, 1999, The Biltnore Conpany a/k/a Biltnore
Estate (applicant) filed an application under the intent to
use provision of the Tradenmark Act to register on the
Principal Register the mark I NN ON Bl LTMORE ESTATE (in
typed form) for services identified as “hotel services” in
I nternational Cl ass 42. Applicant has disclainmed the word

I nn.

The Exam ning Attorney has refused to register

applicant’s mark under Section 2(d) of the Trademark Act,
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15 U.S.C. 8 1052(d), because of the registration of the

mar k FOUR SEASONS BILTMORE (in typed fornm) for “resort

i nnkeepi ng services” in International Cass 42.! The

regi stration contains a disclainmer of the word “Biltnore.”
The Exam ning Attorney al so refused to register

applicant’s mark under Section 2(d) because of a second

registration. That registration is for the mark THE

BI LTMORE LOS ANGELES and desi gn shown bel ow for “hote

services” in International Oass 42.2 The registration

contains a disclainmer of the words “Los Angeles.”

After the Exam ning Attorney nmade the refusals final
this appeal followed. Both applicant and the Exam ning
Attorney filed briefs. An oral hearing was not requested.

We reverse both refusal s under 8§ 2(d).

! Registration No. 1,857,988 issued Qctober 11, 1994. Section 8
and 15 affidavits have been accepted and acknow edged,
respectively. O fice records indicate that the current owner is
Four Seasons Hotels Limted.

2 Regi stration No. 1,523,939 issued February 7, 1989. A Section
8 affidavit has been accepted. The registration indicates that
the lining in the drawing is a feature of the mark. Ofice
records indicate that the current ower is T.A T. Los Angel es Co.
Li mted.
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The Examining Attorney asserts that “at its heart,
this case turns on the use of the word “BILTMORE.” The
termappears in both applicant’s mark and the registrants’
mark[s].” Examining Attorney’s Br. at 3. The Exam ning
Attorney maintains that BILTMORE i s the dom nant feature of
the mark and that is has far nore significance than the
word ESTATE. The Exam ning Attorney al so asserts that the
services of the applicant and the registrants are simlar
and that “consuners would m stakenly believe that the
servi ces of applicant and the registrants emanated from a
common source.” Examning Attorney’'s Br. at 11.

Applicant submits that its predecessor is the
originator of the name “Biltnore,” and it submtted
advertising for its hotel prior to its opening that
describes its services as follows:

Announcing the Inn on Biltnbre Estate

A del uxe hotel opening in Sumer 2000, offering guests
the | uxury and turn-of-the-century graci ousness
befitti ng accombdati ons on Biltnore Estate. The Inn,
| ocated on a hill above the Wnery, wll provide
striking vistas of the surroundi ng nountains and the
roofline of Biltnore House.

In addition, applicant has submtted sone evidence
that others besides the two registrants use the term

Biltnmore in the names of hotels. Finally, applicant argues
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t hat, because the marks create different conmerci al

i npressions, the refusals to register should be reversed.
In a case involving a refusal under Section 2(d), we

anal yze the facts as they relate to the relevant factors

set out inlnre E. |I. du Pont de Nenmours & Co., 476 F.2d

1357, 1361, 177 USPQ 563, 567 (CCPA 1973). In considering
t he evidence of record on these factors, we nust keep in
mnd that “[t]he fundanental inquiry nmandated by 8§ 2(d)
goes to the cunmul ative effect of differences in the
essential characteristics of the goods and differences in

the marks.” Federated Foods, Inc. v. Fort Howard Paper

Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

We start by noting that applicant’s services and the
services in THE BI LTMORE LOS ANGELES and desi gn
registration are both identified as “hotel services” and
for purposes of our determ nation, they are identical. W
agree with the Exam ning Attorney that the services in the
FOUR SEASONS BI LTMORE registration, identified as “resort
i nnkeepi ng services,” are simlar to applicant’s “hotel
services.”

The next question is whether applicant’s and
registrants’ marks are simlar in sound, appearance, or
meani ng such that they create simlar overall comrerci al

i npressions. \Wile applicant’s mark and the two cited
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regi strations contain the same word “Biltnore,” they have
no other simlarities. “Wen it is the entirety of the
marks that is perceived by the public, it is the entirety

of the marks that nust be conpared.” Qpryland USA Inc. v.

Great Anerican Miusic Show Inc., 970 F.2d 847, 23 USPQ 1471

1473 (Fed. Cir. 1992). However, “there is nothing inproper
in stating that, for rational reasons, nore or |ess weight
has been given to a particular feature of the mark,
provided [that] the ultimte conclusion rests on
consideration of the marks in their entireties.” Inre

Nati onal Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed.

Cir. 1985).

In this case, we cannot say that “Biltnore” is such a
dom nant termthat its use in marks with other significant
features woul d nonetheless lead to a |ikelihood of
confusion. It should be noted that the marks that are
cited agai nst applicant were previously involved in a case
in which the Ofice refused to register the mark FOUR
SEASONS BI LTMORE because of the registration of the mark
THE BI LTMORE LOS ANGELES and design. Utimtely, the
Federal Circuit reversed the Ofice’ s refusal to register

because there was no |ikelihood of confusion. In re Four

Seasons Hotels Ltd., 987 F.2d 1565, 26 USPQ@d 1071 (Fed.

Cr. 1993). Wiile that case contained a consent agreenent,
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the Court noted that, as in this case, “there is no doubt
that the marks FOUR SEASONS BI LTMORE and THE BI LTMORE LCS
ANGELES share a common el enent. However, that purchasers
will be confused by this comonality is not a necessary
conclusion.” Id. at 1072.

We are al so cognizant of the requirenent not to ignore
elements in marks in order to find that there is a

i kel i hood of confusion. In re Hearst Corp., 982 F.2d 493,

25 USP@2d 1238, 1239 (Fed. Cr. 1992) (“The Board anal yzi ng
the marks for confusing simlarity, found that ‘varga was
t he dom nant el enent of the VARGA G RL mark, and that
‘“girl” was nmerely descriptive and thus could not be

af forded substantial weight in conparing VARGA G RL with
VARGAS. The Board erred in its analytic approach”); In re

El ectrol yte Laboratories Inc., 913 F.2d 930, 16 USPQd

1239, 1240 (Fed. Gr. 1990) (“W conclude that the TTAB
erred in its dom nant focus on the K+ in both marks, to the
substanti al exclusion of the other elements of both
mar ks”) .

In this case, applicant’s mark includes the words “inn
on” and “estate;” one registration includes the words *“Four
Seasons;” and the second registration includes the words

“the” and “Los Angeles” as well as a design. Not only are

the additional words in the marks not identical, they have
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no discernable simlarities with each other. Applicant’s
mark refers to an inn on an estate, one registration
apparently contains a house mark referring to the seasons,
and the other registration contains a design with words
identifying a specific city location. Apart fromthe word,
“Biltnore,” the marks have no simlarities.

In addition, we enphasize that the Exam ning Attorney
has cited two registrations owed by different parties and
has held that applicant’s mark is confusingly simlar to
both. This is not a case in which a party has submtted
evidence of third-party registrations to support its
argunment that there is no confusion between its application

and a cited registration. Inre J. M Oiginals, 6 USPQd

1393, 1394 (TTAB 1988) (Third-party registrations “cannot
be used to justify the registration of another confusingly
simlar registration”). Here, the Federal Circuit has

al ready determned that “there is no likelihood of
confusi on” between the marks FOUR SEASONS BI LTMORE and THE

BI LTMORE LOS ANCELES and design. Four Seasons Hotel, 26

UsPQd at 1073.
In these somewhat unusual circunstances, we are gui ded

by the CCPA' s decision in Swedish Beer Export Co. v. Canada

Dry Corp., 469 F.2d 1069, 176 USPQ 59 (CCPA 1972). In that

case, a party opposed the registration of an applicant’s
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mar k SKOLA for soft drink based on its ownership of the

mar ks SKOL and SKAL for beer. However, opposer’s marks
were initially refused registration because of a prior
registration for the mark SKOL for vodka. After a consent
agreenent was submtted, the exam ner passed opposer’s nmark
to publication and eventually registration. Wen the owner
of the SKCOL beer registrations opposed the application, the
CCPA concluded that there was no |ikelihood of confusion.
Rel ying on the consent agreenent, the CCPA held that:

Clearly, there is at least as great a |ikelihood of

confusi on between SKOL for vodka and SKOL for beer as

woul d exi st between SKOL for beer and SKOLA for a soft
drink. In the absence of confusion in the fornmer case
where the goods are both al coholic beverages and the

marks nearly identical, we are loathe to find a

i kelihood of confusion in the |atter where the marks

are different and one beverage i s nonal coholic.
Id. at 60.

Even nore inportantly, we not only have a consent
agreenent between the registrants in the present case, but
al so a determ nation by the Federal Circuit that these two
registrations are not confusingly simlar. I|nasnuch as
applicant’s mark is significantly different in sound,
appear ance, and neaning fromeither cited registration, and
those cited registrations can co-exist without a likelihood

of confusion, we agree with applicant that there is no

i keli hood of confusion.
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Wiile it is not critical to our decision, we note that
applicant submts that other hotels use the word “Biltnore”
in their nanmes. The Exam ning Attorney, on the other hand,
argues that “Biltnore” is an “arbitrary, coined term”

Exam ning Attorney’s Br. at 6. W cannot agree that the
term“Biltnore” is an arbitrary or coined termfor hotel
services. The record supports the conclusion that Biltnore
is the nane of an estate in Asheville, North Carolina.

When the termwoul d be used in association wth [odging, it
woul d have a suggestive connotation. |In addition, the
evidence in the file indicates that the termis not unique
when applied to hotel services.

When we consider the marks in their entireties and the
specific facts of this case, we conclude that there is no

li keli hood of confusion.

Decision: The refusals to register are reversed.



